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CLASSIFYING CANCERS 




RESPONSE TO RESTRICTION REQUIREMENT 



Responsive to the Restriction Requirement mailed May 20, 2003, in the above- 
referenced case, Applicant elects Group I (claims 1-4), as drawn to a method of diagnosing an 
aggressive form of cancer comprising providing a genetic sample from a test sample of a 
tumor and analyzing expression of Wnt5a, classified in class 425, subclass 6. 

However, Applicant makes this election of Group I with traverse. Applicant 
respectfully submits that in order for a restriction to be proper the following two criteria must 
be satisfied: (a) the inventions must be independent or distinct as claimed; and (b) there must 
be a serious burden on the examiner if restriction is required. MPEP § 803. The claimed 
invention of diagnosing an aggressive form of cancer is based on determining the expression 
of a collection of genes chosen from the genes recited in claim 1 . Applicant submits that part 
of the inventors' contribution to the art was identifying the set of genes listed in claim 1, as 
important in diagnosing aggressive forms of cancer. Therefore, the breadth of patent 
protection necessary for adequate coverage of the inventors' contribution to the art must 
include a claim including all twenty genes. The examiner, however, maintains that testing for 
the expression of each of the genes listed in the Markush group of claim 1 is a separate 
invention, thereby yielding twenty inventions within the first two claims of the present 
application. Applicant submits that these are not independent and distinct inventions because 
a patent to a single species does not give the applicant the breadth of coverage recognized by 
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the inventors in analyzing for the expression of a collection of genes selected from the 
Markush group. 

Also, Applicant respectfully submits that searching multiple genes does not place a 
serious burden on the examiner. MPEP section 803.02 on restriction of Markush claims 
states that "if the members of the Markush group are sufficiently few in number or so closely 
related that a search and examination of the entire claim can be made without serious burden, 
the examiner must examine all claims on the merits, even though they are directed to 
independent inventions." As evidence that the restriction in this case is not proper, Applicant 
wishes to point out that groups I-XX all fall within the same field of art, i.e., class 435, 
subclass 6. Applicant requests that all the genes recited in the Markush group of claim 1 be 
examined as one invention or that the Applicant be allowed to pick a smaller collection of 
genes to include in the Markush group for examination. 

It is Applicant's understanding that there are no fees associated with this matter. 
Should this understanding be in error, please charge any fees that may be required, or credit 
any overpayments, to Deposit Account No. 50-1078. 
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